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37 CFR Ch. I (7-1-97 Edition)§ 1.139

§ 1.139 Revival of provisional applica-
tion.

(a) A provisional application which
has been accorded a filing date and
abandoned for failure to timely respond
to an Office requirement may be re-
vived so as to be pending for a period of
no longer than twelve months from its
filing date if it is shown to the satisfac-
tion of the Commissioner that the
delay was unavoidable. Under no cir-
cumstances will the provisional appli-
cation be pending after twelve months
from its filing date. A petition to re-
vive an abandoned provisional applica-
tion must be promptly filed after the
applicant is notified of, or otherwise
becomes aware of, the abandonment,
and must be accompanied by:

(1) The required response unless it
has been previously filed;

(2) The petition fee as set forth in
§ 1.17(l); and

(3) A showing that the delay was un-
avoidable. The showing must be a veri-
fied showing if made by a person not
registered to practice before the Patent
and Trademark Office.

(b) A provisional application which
has been accorded a filing date and
abandoned for failure to timely respond
to an Office requirement may be re-
vived so as to be pending for a period of
no longer than twelve months from its
filing date if the delay was uninten-
tional. Under no circumstances will the
provisional application be pending
after twelve months from its filing
date. A petition to revive an abandoned
provisional application must be:

(1) Accompanied by the required re-
sponse unless it has been previously
filed;

(2) Accompanied by the petition fee
as set forth in § 1.17(m);

(3) Accompanied by a statement that
the delay was unintentional. The state-
ment must be a verified statement if
made by a person not registered to
practice before the Patent and Trade-
mark Office. The Commissioner may
require additional information where
there is a question whether the delay
was unintentional; and

(4) Filed either:
(i) Within one year of the date on

which the provisional application be-
came abandoned; or

(ii) Within three months of the date
of the first decision on a petition to re-
vive under paragraph (a) of this section
which was filed within one year of the
date on which the provisional applica-
tion became abandoned.

(c) Any request for reconsideration or
review of a decision refusing to revive
a provisional application upon petition
filed pursuant to paragraphs (a) or (b)
of this section, to be considered timely,
must be filed within two months of the
decision refusing to revive or within
such time as set in the decision.

(d) The time periods set forth in this
section cannot be extended, except that
the three-month period set forth in
paragraph (b)(4)(ii) of this section and
the time period set forth in paragraph
(c) of this section may be extended
under the provisions of § 1.136.

[60 FR 20227, Apr. 25, 1995]

JOINDER OF INVENTIONS IN ONE
APPLICATION; RESTRICTION

AUTHORITY: Secs. 1.141 to 1.147 also issued
under 35 U.S.C. 121.

§ 1.141 Different inventions in one na-
tional application.

(a) Two or more independent and dis-
tinct inventions may not be claimed in
one national application, except that
more than one species of an invention,
not to exceed a reasonable number,
may be specifically claimed in different
claims in one national application, pro-
vided the application also includes an
allowable claim generic to all the
claimed species and all the claims to
species in excess of one are written in
dependent form (§ 1.75) or otherwise in-
clude all the limitations of the generic
claim.

(b) Where claims to all three cat-
egories, product, process of making,
and process of use, are included in a na-
tional application, a three way require-
ment for restriction can only be made
where the process of making is distinct
from the product. If the process of
making and the product are not dis-
tinct, the process of using may be
joined with the claims directed to the
product and the process of making the
product even though a showing of dis-
tinctness between the product and
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process of using the product can be
made.

[52 FR 20046, May 28, 1987]

§ 1.142 Requirement for restriction.
(a) If two or more independent and

distinct inventions are claimed in a
single application, the examiner in his
action shall require the applicant in
his response to that action to elect
that invention to which his claim shall
be restricted, this official action being
called a requirement for restriction
(also known as a requirement for divi-
sion). If the distinctness and independ-
ence of the inventions be clear, such re-
quirement will be made before any ac-
tion on the merits; however, it may be
made at any time before final action in
the case at the discretion of the exam-
iner.

(b) Claims to the invention or inven-
tions not elected, if not canceled, are
nevertheless withdrawn from further
consideration by the examiner by the
election, subject however to reinstate-
ment in the event the requirement for
restriction is withdrawn or overruled.

§ 1.143 Reconsideration of require-
ment.

If the applicant disagrees with the re-
quirement for restriction, he may re-
quest reconsideration and withdrawal
or modification of the requirement,
giving the reasons therefor. (See
§ 1.111.) In requesting reconsideration
the applicant must indicate a provi-
sional election of one invention for
prosecution, which invention shall be
the one elected in the event the re-
quirement becomes final The require-
ment for restriction will be reconsid-
ered on such a request. If the require-
ment is repeated and made final the ex-
aminer will at the same time act on
the claims to the invention elected.

§ 1.144 Petition from requirement for
restriction.

After a final requirement for restric-
tion, the applicant, in addition to mak-
ing any response due on the remainder
of the action, may petition the Com-
missioner to review the requirement.
Petition may be deferred until after
final action on or allowance of claims
to the invention elected, but must be
filed not later than appeal. A petition

will not be considered if reconsider-
ation of the requirement was not re-
quested. (See § 1.181.)

§ 1.145 Subsequent presentation of
claims for different invention.

If, after an office action on an appli-
cation, the applicant presents claims
directed to an invention distinct from
and independent of the invention pre-
viously claimed, the applicant will be
required to restrict the claims to the
invention previously claimed if the
amendment is entered, subject to re-
consideration and review as provided in
§§ 1.143 and 1.144.

§ 1.146 Election of species.
In the first action on an application

containing a generic claim and claims
restricted separately to each of more
than one species embraced thereby, the
examiner may require the applicant in
his response to that action to elect
that species of his or her invention to
which his or her claim shall be re-
stricted if no generic claim is held al-
lowable. However, if such application
contains claims directed to more than
a reasonable number of species, the ex-
aminer may require restriction of the
claims to not more than a reasonable
number of species before taking further
action in the case.

(Pub. L. 94–131, 89 Stat. 685)
[43 FR 20465, May 11, 1978]

DESIGN PATENTS

§ 1.151 Rules applicable.
The rules relating to applications for

patents for other inventions or discov-
eries are also applicable to applications
for patents for designs except as other-
wise provided.

(35 U.S.C. 171)

§ 1.152 Design drawing.
The design must be represented by a

drawing that complies with the re-
quirements of § 1.84, and must contain a
sufficient number of views to con-
stitute a complete disclosure of the ap-
pearance of the article. Appropriate
surface shading must be used to show
the character or contour of the sur-
faces represented. Solid black surface
shading is not permitted except when
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